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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply wilt, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 12 April 2004 . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) E3 Claim(s) 1 -39.41 -105 and 108-112 is/are pending in the application. 

4a) Of the above claim(s) 16.32-39.73.75.76.81.96 and 103-105 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-3.6-15.17-31 .41-72.74.77-80.82.83.86-95.97-102 and 108-112 is/are rejected. 

7) ^ Claim(s) 4.5.84 and 85 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 04 February 2002 is/are: a)E3 accepted or b)D objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 
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2) EH Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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Paper No(s)/Mail Datef" 



U.S. Patent and Trademark Office 
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4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 

Election/Restrictions 

Applicants' election without traverse of the invention of Group I (claims 1-32, 41-74, 77- 
102 and 108-1 12) in the reply filed on April 12, 2004 is acknowledged. Applicants' election of 
species I (Figures 1-9) is also noted. Accordingly, claims 33-39 and 103-105 are withdrawn 
from further examination as being directed to a non-elected invention. Claims 16, 32, 73, 75, 76, 
81 and 96 are also withdrawn from consideration as being directed to a non-elected species. 
Applicants' response to this office action must include a copy of all claims with their status 
clearly indicated. In view of the above, claims 1-15, 17-31, 41-72, 74, 77-80, 82-95, 97-102 and 
108-1 12 have been addressed in this office action. 

Claim Objections 

Claims 1,17, 77, and 100-102 are objected to because of the following informalities. 

In claim 1, lines 10-11, claim 17, lines 9-10, claim 77, lines 12-13, claim 100, line 3, 

claim 101, lines 13-14 and claim 102, lines 3-4, the phrase "from substantially axis" is 

unclear. It appears that the Applicants are trying to claim the direction in which the first or 
second capture element grips a fixation member. Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter, which the applicant regards as his invention. 

Claims 41-72, 74 and 108-1 12 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 41, line 17, "the fixation components" lacks antecedent basis. Appropriate 
correction is required. 

In claim 69, line 2, "the head" lacks antecedent basis. Appropriate correction is required. 
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In claim 108, lines 8-9, the functional recitation, "a single activation which 

applies members", is indefinite because it is not supported by recitation in the claim of 

sufficient structure to accomplish the function. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-3, 6-8, 10-15, 17-24, 26-31, 101, 108-109 and 111-112 are rejected under 35 
U.S.C. 102(b) as being anticipated by Huebner (US 5,976,134). 

Huebner discloses an external fracture fixator 10 including: a first capture member 
having a head 85 with an end or "stop," a base 150 with a recess, the head biased towards the 
base by a screw 120, the capture member further having an external surface capable of being 
gripped and a planetary member 90 with a spherical surface 95; a second capture member having 
a head 60 with an end or a "stop," a base 20 with a recess 30, the head biased to the base by a 
screw 70, the capture member being capable of snapping onto a pin or "fixation element" by 
means of groove 65, the capture member further having an external surface capable of being 
gripped and a cup or "cooperating surface" 35; wherein the first capture member is coupled to 
the second capture member by the cooperation of end 95 of planetary member 90 and cup 35 of 
the second capture member, the member 90 allowing the capture members to rotate about three 
axes relative to each other and is locked by a single activation or by set screw 45 to prevent the 
capture members from rotating with respect to each other (Figs. 1-2, col. 5, lines 44-67 and col. 
6, lines 1-67 and col. 7, lines 1-2). 

Regarding claims 13-15 and 29-31, with regard to the capture members being "adapted 
for to receive a bar," "adapted to receive a pin," "adapted to receive a wire," it has been held that 
the recitation that an element is adapted to perform a function is not a positive limitation but only 
requires the ability to so perform and does not constitute a limitation in any patentable sense. In 
re Hutchison, 69 USPQ 138. 

Regarding claim 19, the inner surface of cup 35 is tapered in that it is concave. 
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Claims 41-42, 44, 46-51, 57-60, 63-65, 67-72, 74 and 97-99 are rejected under 35 
U.S.C. 102(b) as being anticipated by Huebner (US 5,976,134). 

Huebner discloses an external fracture fixator 10 including: a first capture member 
having a head 60 with an end or "stop," a base 20 with a recess 30, the head biased to the base by 
a screw 70, the capture member being capable of snapping onto a pin or "fixation element 55 by 
means of groove 65, the capture member having an external surface capable of being gripped and 
a planetary member 90 with a spherical surface 95; a second capture member having a head 85 
with an end or "stop," a base 150 with a recess, the head biased to the base by screws, the 
capture member having an end surface capable of being gripped and a cooperating surface 130, 
the surface having an aperture 1 15 to receive an outer surface of planetary member 90 and an 
aperture or slot 120 to receive a connector 125; a connector 125 with a spherical head and a shaft 
wherein when the shaft of connector 125 is urged against the inner surface of the planetary 
member 90 and the head of connector 125 is urged against the cooperating surface, the capture 
members are locked in position relative to each other (Figs. 1-2, col. 5, lines 44-67 and col. 6, 
lines 1-67 and col. 7, lines 1-2). 

Regarding claims 50 and 51, the planetary member and the cooperating surface have 
surfaces with an inherent structure or "texture." 

Regarding claims 70-72, with regard to the capture members being "adapted for to 
receive a bar," "adapted to receive a pin," and "adapted to receive a wire," it has been held that 
the recitation that an element is adapted to perform a function is not a positive limitation but only 
requires the ability to so perform and does not constitute a limitation in any patentable sense. In 
re Hutchison, 69 USPQ 138. 

Regarding claim 98, Huebner discloses joining a first or second fixation element and a 
second component to form a frame (see Attachment A). 

The method steps of claims 97-99 are inherently performed by the Huebner device during 
external fixation of bone fragments. 

Claims 108-1 12 are rejected under 35 U.S.C. 102(b) as being anticipated by Pennig (US 
5,304,177). 
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Pennig discloses a device having first and second clamping or "capture" members 1 and 
2, and a coupling 1 1 with two ball and socket joints with the same center of rotation wherein 
activation of an element 20 locks the first and second capture members against rotation with 
respect to each other by applying tension to rods 7 and 8 that connect the coupling 1 1 to the 
capture members (Figs. 1-5, col. 3, lines 10-68 ad col. 4, lines 1-15). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 9, 25, 53-56, 66 and 89 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Huebner (US 5,976,134) in view of Roussouly et al. (US 5,810,817). 

Huebner discloses all elements of the claimed invention except for a mechanical locking 
pattern or splines in the grooves or on the cooperating surface or on the surface of the planetary 
member. 

Roussouly et al. teach non-slip projections on various bearing surfaces to oppose rotation 
of the surface with respect to another surface (Figs. 4, 6, 7, 16, 17, col. 4, lines 26-38, col. 5, 
lines 22-28 and lines 51-58). 

Accordingly it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided non-slip projections on a bearing surface of the Huebner 
device, as taught by Roussouly et al., to prevent rotation of the surface with respect to another 
surface. 

Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Huebner (US 
5,976,134) in view of Gold et al. (US 6,503,340). 

Huebner discloses all elements of the claimed invention except for a coating comprising 
tungsten cobalt carbide. 

Gold et al. teach a tungsten carbide coating increase a components' wear and corrosion 
resistance (col. 2, lines 54-65 and col. 3, lines 5-1 1). 
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Accordingly it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided a tungsten cobalt carbide coating on the cooperating 
surface of the Huebner capture member, as taught by Gold et al, for improved wear resistance. 

Claims 77-79, 82-83, 86-88 and 90-95 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Huebner (US 5,976,134). 

Regarding claims 77-79, 82-83, 86-88 and 90-95, Huebner discloses all elements of the 
claimed invention except for a plurality of fixation components. 

Although Huebner does not disclose a plurality of fixation components, it would have 
been obvious to one having ordinary skill in the art at the time the invention was made to have 
provided a plurality of fixation components, since it has been held that mere duplication of the 
essential working parts of a device involves only routine skill in the art. St. Regis Paper Co. v. 
Bemis Co, 193 USPQ 8. 

Claims 80, 100 and 102 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Huebner (US 5,976,134) in view of Mata (US 6,342,054). See claim 1 for discussion of 
Huebner. 

Regarding claim 80, Huebner discloses all elements of the claimed invention except that 
a pin is used instead of a wire. Mata shows that a wire is an equivalent structure known in the 
art. Therefore, because these two structures were art recognized equivalents at the time the 
invention was made, one of ordinary skill in the art would have found it obvious to substitute a 
wire for a rod. 

Regarding claims 100 and 102, Huebner discloses all elements of the claimed invention 
except for the first capture member being capable of capturing a first element by snapping onto 
the first element. 

Mata teaches an opening 5 in a clamping member with a specific shape to receive a 
fixation element by a snap-on action (Figure 1, 4 and 8, col. 3, lines 33-47). 

Accordingly it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have shaped opening 170 in elements 85, 205 and 150 of Huebner, as 
taught by Mata, to receive a fixation element by a snap-on action. 



Application/Control Number: 10/067,052 
Art Unit: 3732 



Page 7 



Allowable Subject Matter 



Claims 4-5, 84 and 85 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 43, 45, 61 and 62 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S. C. 112, second paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 



The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 



examiner should be directed to Anu Ramana whose telephone number is (703) 306-4035. The 
examiner can normally be reached Monday through Friday between 8:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached at (703) 308-2582. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Any inquiry concerning this communication or earlier communications from the 




July 25, 2004 



Application/Control Number: 10/067,052 
Art Unit: 3732 



ATTACHMENT A 



